campan 



roducts O 



43-4 

-•"imp. a i 

i'TO'j, j; 

to obtair 

'WernHmlvi'- Ci .t' m ' a Pf ,c ! fil «ts h;,vc 
"' .neir crystalline zcoj'uk- 
e ° v • r ° Ci:;r '.i; • v paraitirti i - 
coniposi-iot!;:! in nature, 
ici .V^O/APC.}.- m( ,lar ratios. 



two di 



the i«n evcl;,,,- 



capacity, the 



cell 



-nd the X-ray 
close* Sin Avi^" r TVr "• Hans, <«'fl' dis- 
• -- uo ■ ui P' 3 " d ^'O/AiX), molar 

h "!! *' 1 fhe r ; i .'''-'' s »*u«i in claim !, 
parameter* SpeC)ljca,!y disclose the other 

ar J^°h!l gh Urging thai the ofher Parameters 
I:,;, ' ; u n r nr ™ uh o! ' their claimed 
^ amS , W ° ,,ered 00 com. 
pamon ol hose other parameters with the 

produa 8 paranlefers <* Hansford's 
We affirm the decision ol the board up . 

The decision ol the board is affirmed. 



applicant is rr.titlerf to earlier filing da, e 
2. Claims _ Broad or narrow - 
Markush type (§20.205) 

It is generally understood thy. »• 
H clfer'f ^ 01 ( ' <>m l ,ounds « Ppiicaw i'° 

M ' :: ' K "'- i; ct^iji wi.'%p!'7M ; ' > v''r- r,i oi 

; "'''- ;;;; "- ! - . ! i- . 1 ;;i r" : ; r( .,iV ( .:.',". ; " iy 

l> usable lot purposes .,f iriw-'n- '''''i 

i» substituted <m h-m- s ., v , '•'•"'«* 
as whole will exhibit disclosed 



3. Specification ~. 
closure (§62.7) 



of dis- 



Each case involving questions or com 
phant.e with 3iL\SC i « > descr'nnin 
quirement must be decided orii'c own f- • 
so that precedential value of cases in this 
area is extremely limited 
4. Disclaimer - In general {§32.1} 
Pleading and practice in Patent Office 

~ Rejections (§54.7) 
Applicant's failure to file terminal dis- 

W-'.^or, -.in ^2 ^C,- 
double patenting. ' c «-typc 

;titu;ed I'hiadiazole Ureas 
s Herbicides, rejection oj 



' (heir 



Court of Customs and Patent Appeals 

in re Driscoil 

Kv n.ioo i> cd(Jed {)cl (i |9?7 

PATENTS 



Appeal I 
ice Board ol Ap; 



p. . : r 



Traden 



1. Application for patent - Continuing 

C daimT i0n r of 
ctaims — In general (§22.01) 

Specification - Sufficiency of ,IU 
closure (§62.7) r 



Earlier filed application 
be viewed as it would be hi 
&'l to determine whether \ 
vcys information thai as ' 



' disclosure must 
person skilled in 
reasonably con- 

'I its filing date 



Application lor patem oi p HlK . k R 

>,, ,<v-, , IW illy.'n. hlr<i |}«-!-e; !U .::-r 

9:2 ^c, S ,on reia-.tuu, eiain, '3. 

applicant appeals. Reversed. " 

Michael (;. Oilman, Palisades. N V lor 
applicant. 

./<«e/>h K Nakamura (|ack j;. Armore o: 
counsel) for ( Jomrni-sioner ol Patents and 
I rademarks. 

Bf ' , ' r ' ^f^ChielJud^ R.ch.Haldu tn. 
•and Miller, Associate Juries and Al- 
mond, Senior Judge. 
Almond, Senior Judge, 
'f'iiis is an aDneal lm» 



claim; 
based 
appJic 



appellants applK 

, filed December ; 
ted Thiadiazole 
s Herbicides.*' 1 W. 



paragraphing 



wherem K is alkylsullony! (C.-CJ; 

R. is selected from the «roup consisting 
of i!, alky; ;C 0 and cyrioaikyi 

(C- C,.)i 

li is from the group consisting- oi H. 
a'k>l «.:,-(_;. haloaikyi , C -< : }, "alkoxv 
(C.-C,;, alkenvi (C.-C.;. alkvnv'f (C -Cj. 
aryl, and haioaryl, and vvherem'K.anrf K 
are aikyleiie which, together with \. i'orni 
a ring o! at ieast .3, but not more than 6 

R,is H or aikyl (C -,); and X is selected 
from the groiip consistmu of o.xvgttn and 
sulfur. 

Background 

Pursuant to .35 USC 120,-' appellant has 
claimed the benefit of an earlier filing date 
based on a series of previously filed 
applications, the present application being 
designated a continuation-in-part of 
application serial No. ? 13,679, filed 
February 8, 1971 {S.N. 113,679), which is a 



filed December )(), l%8 



mtams the following dis- 
y appellant to support his 



in accordance with the invention, there 
is provided a compound of the formula 



R 3 R 2 

wherein R is .selected from the group con- 
s.s.ing o! if. aikvl fC •(;..; ' haloalkvi 
(C,-C,), cyeloalkyl ' (C.-C,), 
haiocycloafkyf (C.-C,), alkoxv. alkox- 
vaikyl, alko\yalkyUhio, arvi, substituted* 
ary!, alkenyf (C-CJ. alkyithio (C.-C), 
a. : kyisui!nxi(ie (C-t. ;. and aikvjsuifonyl 
<C,-C,'; 

R ! 



cycloaikyl 

K js from the group consisting of H, 
alkv! (C.-O), haloaikyi (CCj/alkoxy 
(C.-C,}, alkenyl (C.-C,), aikynyl (C ; -C), 
aryl and haloaryi, and wherein R, and R. 
are afkyl which, together with N, form a 
ring oi at least 3, but not more than 6 
members; 

R , is H or aikyi (C,j; and X is seiected 
from :he group consisting ol oxygen and 
sulfur. 

Original claim J ol S.N. 782,756 is a ver- 
batim recitation of the above structural for- 
mula.' 



' Mobil Oil Corp. is the real party in interest 
1 Section 120 provides: 

An application for patent for an invention 
'l.s,!..s,.,i in :hc man,,..-;- pruned -.,v the :ir<: 
paragraph ul section !i.7 of this title in an 

|<ppiic, i-ion J. .' ■ i (•■ i i, ; I ! I. blccr: >'a;fs 

"' i-"*<<i* :ipp.'(c;it:ot». :; iilcd be lore r! !c 
f'-Ueiihrig r;r abandon-., .:r icrrr, naiion ci 
proceedings on -.he, first application or on a;i 

: fP' :(.<:>,.:; sir.j:: „• :-, rr:t.:!ctl ;■• the bene!:' el 
'*K filing date ot the first application and i! it 
coriti.ir.i 0 r is amended to contain a specific 
reference to the earlier filed application. 
^ first paragraph of section ! 12 provides 



l'he specification shall contain a written 
description oi the invention, and of the manner 
and !>! ■),,::>., ra making and usiric it in suet, full. 
«>•«. '."nciv. and esar, u— -s ;,* to enable any 
person skilied in the art to which it pertains, or 
with which it is most nearly connected, to make 
and use the same, and shall set lorth the best 
mode contemplated bv ihe inventor of carrying 
out his invention. 

■ The " iteneaiuey' oi the oresent application 
ctf be traced throueb additiona; ca,ber bled 
applications, the disclosures of which are irrele- 
vant to the present controversy. 

' The basic structure ol the compounds here 
involved may be viewed as a combination of two 
distinct moieties: 
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In re Dn 



Proceedings in the PTO 

Claim ?3 was rejected under 35 (JSC 102 

"UV?- C 'f m ' d by Bci 8 5i * n P at "ii No 
■ i.ift ■ 5. the effective tefeienee date of which 
* June. 10,-0 f he examiner rook the 
position that appellant was not cntitied to 
the benefit ol a filing date prior to the 



1« U.SHQ 



■ellam 



bee 

filed apphcat 



matter oi oia:rn j.'-j „ ; •■(;,); r | car , Hm \ e> !.J ct " 
terms." as required by 3.5 {JSC J 12 Accor- 
ding to the examiner: 
One skilled in the an reading (the portion 
ol the disclosure ol S.:Y 782/756 reiied on 
by appeilant j would simply not concede 
o), without more, the new genus rejected 
in instant ciaim J3. [Emphasis in 

Accarmngly. ihe examiner concluded that 
inasmuch as the reference discloses several 
compounds embraced by the appealed 
ci, am and has ,»n eiiretiw <);<:- more than 
one year prior to r.'i.. tiling Jate ol pre- 
sent application, ;t constitutes a statutory 
oar under §J02. 



f relatively large number oi 
■s lor R, and in the absence 
i the disclosure to direct one 
' the subgenus where K is 



alky-lsulfo'nyJ 



apnrii 



be 



: agio 
To 



lind ... 
description also a 
";; ,> "»; ,! " ,: l ". f ' a,n subgenus wherein R. 
w,!< s: " ;r; , lr '" r: a member of the 

group disclosed, while retaining tiif- 
.ger;c"ii. oesenpnon of the remaining 
valuable symbols, and each subgenus ob- 
'tnncd ov carrying o:. :; * similar rmetaticm 
with Hand R >a «d X. We think it cfeai 
that the single generic description relied 



on, in the absence ol any additional sub- 
gene/ 1! disxiosuie. >s incapable o: a . (l 
stitutmg a written de.st riptioi: ol so many 
«•"««••'" S™cia or subgenera o; rhemkV; 
compounds in the manner required by the 

The examiner aiso t ejected claim i5 on 
tile ground of double patenting ewer the 
claims of S.N. 113.679. 35 (JSC iOV was 
citco as t.ic statutory basrs oi rejection' 
nowever. the board susr.-.ined the rejection 
on a different basis, stating that: 

she examiner has incorrectly cited 35 
U.S.C. 10; as the basis ol his rejection. 
Although claims 1, 9, 19 and 20 of the 
co-pending raihe, filed application react 
on subject matter comprehended by the 
cam; here on appeal, none ol the former 
' laims arc e<j :in aicm m m ope to iiie iy;;et 
claim jhuj the claims of the parent 
ap))iication are not drawn to the same in. 
vention as the claim before us, and 35 
Y s ( ls n<; " -';'|' i: ' able. However, 

the jsidiciaiiy created doctrine ol double 
patenting ol the obviousness type is clear- 
iv appropriate^ m ii; !s situation, as 

mmai diseiaimer ha; been filed it; this 
case .Citations omitted J inasmuch as no 
icmmia) rtwefaimer has been liied it; the 
parent tippiii anon, however, the potential 
extension oi monopoly upon which this 
rejection is grounded has not been ob- 
watcd. and the examiner's rejection must 
be affirmed 



any new and 
..._c;are : or com- 
. .w and •jsef'.ii irr- 
rot. in ay obtain a pal?::! 



quir, 




The portion on the left is a tfuadiazoie mo.etv 
which is a five-membered helerocycle, the 
niernbcrs ol which have been numbered in accor- 
dance with convention. When X is oxygen the 
i'«""r> on tea riirht is ;i area moiety, urea having 
ihe formula NH -CO-NH,. When X is sulfur, the 



; in the ex.- 

quired (or the 

ting claims fr 

applirations n 

provides: 

Where tw 
same appi,....,. w..,.„„ lu , 
elimination ol such claims It 
-Pi-.lica:!..^ may oe retired i 



• applies 



:• applie 



n the bsln 



a tine, 



Appeilant responded to tms requirement in .as 
:qj!y trie; bv He.nr.ci 'O pnnecu-. the uahns V. 

pfewor apjiaeatibn and ;:id:caiir. s that t'V 
.•.f;iurin,g claims in S.V ||.)/>7v wailo be 
• .ai-.clri; ai :-.:\ ata.ircpr.-an- lime " 
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single member of the R group at the 5-pos 
r 1 ( l;iad i It , i , , )d variab 
substttuent groups on the urcii moietv Th 
b « "8 'I ise, ir fcllov hat S.N 782 
describes the subject matter of claim 13 it 
asmuch as one of the f ourteen classes '< 
compounds is the 5-aJkvlsuitonyi- ;,'},< 



ot me written description requirement o! 
$112 winch was recently criticized in in re 
Johnson, 558 K.2d 1008. 194 U6PQ 1R? 
«JCPA 1077).* Were the board's decision 
permuted to stand, future aoslkants par- 
ticularly ir. cases of this nature, would in all 
likelihood find themselves in the predica- 
ment reflected in the following observation 
by judge Learned Hand: 

If, when (applicants] yield any part pi 
S 1 It t j i 

due. they substitute a new "invention," 
only two courses wiil be open to them.-' 
tn;-y must at the outset either proohetkal- 
ly divme what the an contains, or they 

TjU> " 1 t I >-> - i t , I 1 St 1 

ting with the widest and proceeding by 
the successive incorporation of more and 
'1 ta i t I i , nl ii jn, i , , f 



520-: 



'"g i^evetoprnent Laboratory v 
orp. oi America. 153 F.2d 525 
U;SPQ23H, 24 5-242 (CA2 1946}.' 



bee; 



ibility 



Asiae from reiterating the reasons ad- 
vanced by the board lor affirming (he ex- 
aminer's rejection, the solicitor asserts that 
In re Ku.srmc-. 54 CCPA : 551. 5 79 !•' :Vj 990 
- * I SI'Q ll« !5 967). "may be considered 
controUmg in the present appeal." We dis- 
agree. 

< (impound, i\-:pK-t:ior<.i».-n/ctx-M»!lt)nvl>-.\ - ^ 
pnopylurcn tine vfrur:|.«v 01 vil;».h is reproduced 
m t.ie opinion), ihe Pit) rejected that claim, 
which was added by amendment, conten- 
ding that it was not described in the applica- 
tion as originally hied. As presently pointed 
out by the solicitor., one ol the arguments 
there advanced to overcome the rejection 
was that the subject matter ol the appealed 
claim was described in an original claim set- 
ting forth toe structural formula ol a 
benzenesulfor.yl-urca having two variable 
substituents defined as Matkush groups. 
Any seeming similarity between Ruschia 
and the present case is illusory, however.' 
oecause the structural formula there relied 
on cook! have described, at best, only a sub- 
genus including the specific compound 
claimed, and no; the compound Used. In 
mis respect, Ruschig is readilv dis- 
tinguishable from the present case where the 



-manias 



" In that case a class o 
pofyarylene pel I, 5 , l,sclosed and cia'i 

■ Pi , 1 1 >,, , rr ' t , , K 1 

an mterlerew, the award ot priority iV-rr : n be 
ing adverse to Johnson and Fawharo.' 17* sole in- 
1 tr n h 

' lr 1 11 to In !972 a 

continuation-in-part application was filed con- 
taining claims wbith differed from the broad 
ciasms ol the earticr application by recuine 1 
prov ls o that excluded inn?; aha, the jubWt 
" r,v ' ' ' the it ,1 u~t 1 • edamr. n ^ 
ctcd under 5 USC i 1" un -n- s , i d 
iVth n , r 1 , '11 ' 1 vvus s iirt-r, 1 a 
1 . hto 

bo sctb nev 
1 11 1 1 r ner was alleged!) not 
^escribed in the t-arher application. Jn reversing 
tne rejection, tor court there observed that *hi 
applicants wen tne h , is . s the invention of 
anotner, to which thev were no: entitled, rather 
than creating an artificial subgenus or claiming 



[3] Moret 



aula of the 
■ earlier filed 



dcscrifKu 



Upon the fac 
hat the subje 



c be readily ap- 
is of this court in- 
npliance with the 
1' §112 that each 
1 own facts. Thus, 



include 



N. 782,756. Tile other re- 
quirements oi 35 USC 120 presumably hav- 
ing been met, the present application':.? en- 
titled to -he bereft; oi a filing date prior tc 
the ellective date ol the Belgian patent Ac- 
cord.-ric'iy we reverse the r election of claim 
13 under 315 U'SC 102. 

The dmbk potman* 



Although app 
ty of rejecting c 



I questions the proprie- 



[he grounds of obviousness type double 
patenting over claims of a copending 
application ol the same inventor, we leave 
the resolution of this issue lor another day. 
We choose instead to assume, arguendo, 
that claim 13 has been properly rejected and 
to consider whether appellant's terminal 
iis. a rn« r mdi » US( 233 overco nes 

As was s"a;ed In in re Thorington, 5? 
CCPA 759, 765, 418 F 2d 528, 534, 163 
USPQ 644, 64 H fiV69): 



jDjouble patenting rejections usually 




public policy rather than statute and 
primarily intended to prevent proJonga- 
l.on of monopoly by prohibiting claims'in 
a second patent not pa tent ably dis- 

'I I hit- i! a lust pa 

,1 i i II r la t 

llOV, Mr r, I , , (] 1 ll 

patenting" rejection mav bt obviated by a 




5 Section 253 provides: 

ON lf , r x t 1 , , , e mtem on, 

claiftv; shall not thereby lie rendered invalid. A 




:a:« and by those claiming under him. 
//re tuMr Me 



the effect ot appellant's filing of a terminal 
disclaimer in the present application, 
however, the board maintained that since no 
terminal disclaimer had been tiled in 
•S.N .113,679, "the potential extension of 
monopoly upon which this rejection is 
grounded has not been obviated * * » " VVe 
consider this line of reasoning unsound, in- 
asmuch as the claim in this application, 
which is ail thai we are presently concerned 
with, is subject to the terminal disclaimer. }f 
the present application should go to issue 
during the pendency of S.N.I ! 3,679, and 

t i till' I"' 1 I 

claims, the proper procedure would be, at 
that time, to reject those claims for double 
patenting over the claim ol the present 
application. Appellant's failure to file a ter- 
minal s mer in S.N ! i 3.679 at this time 
cannotjustity the denial of the claim here on 
appeal, Accordingly, we reverse the double 
patenting rejection. 



Court of Customs and Patent Appeals 

Irs re de Castclet 



Analysis under Section 10; must be 
directed to claimed subject matter as whole; 
suggestion that piecemeal analysis is either 
useful or appropriate is rejected. 
2, Patent grant — Intent of patent laws 
(§50.15) 

Patentability — Subject matter for pat- 
ent monopoly — In eeneral 
(§51.601) S 

No basis exists lor moratorium on protec- 
tion ol inventions embodying or using com- 
puter programs, absent contrary directions, 



[4] As; 



■ iridic 



)i 35 LfSC IUJ. 
the board relied on the judicially-created 
doctrine u! obviousness type double patent- 
ing in upholding the rejection of claim 13 
over certain claims ol S.N 113.679. ; " As to 
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1, Patentability-- Subjet 



matter for pat - 
- In general 



